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DETAILED ACTION 
Specification 

1. The abstract of the disclosure is objected to because pg 19, line 16 "As 
state above...". Correction is required. See MPEP § 608.01(b). 

Drawings 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must 
show every feature of the invention specified in the claims. Therefore, the 
"hypertext link" in the template must be shown or the feature(s) canceled from 
the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are' 
required in reply to the Office action to avoid abandonment of the application. 
Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is 
being amended. The figure or figure number of an amended drawing should not 
be labeled as "amended." If a drawing figure is to be canceled, the appropriate 
figure must be removed from the replacement sheet, and where necessary, the 
remaining figures must be renumbered and appropriate changes made to the 
brief description of the several views of the drawings for consistency. Additional 
replacement sheets may be necessary to show the renumbering of the remaining 
figures. Each drawing sheet submitted after the filing date of an application must 
be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
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the applicant will be notified and informed of any required corrective action in the 
next Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention, 

4. Claims 1-30 are rejected under 35 U.S.C. 112, second paragraph, as 
being incomplete for omitting essential steps, such omission amounting to a gap 
between the steps. See MPEP § 2172.01. Or alternatively, Claims 1-30 are 
rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The omitted steps/indefiniteness are: for purposes of this example only in Claims 
1-6 are explained in detail. 

Examiner looks to Claim 1 wherein in step (a) a business process is provided 
and in step (b) risks are identified as control points, then in step (c) arranging 
information pertaining to the control points using a template wherein the 
information comprises tests and the tests identify risks. However, the risks have 
already been identified in step (b) and there is no mention/step of a performing of 
tests to identify the risks, only that the risks are identified. 

Likely there should be a step between (a) and (b) because it appears the 
Applicant is first performing tests to id the risk then id risks as control point. 

Further still although Examiner is fully aware of the definition of tests and 
test entity Applicant is non-consistent use of the term is bordering on 
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indefiniteness and Examiner reserves the right to make further objections/ 
rejections upon submission of Applicant's response. For purposes of 
Examination the term "test" will mean exactly what the Applicant defines it as on 
page 8 of specification, "a measure taken to address an identified risk" 
Appropriate action is required. 

5. Claims 4-6, 8, provides for the use of "template information", but, since 
the claim does not set forth any steps involved in the method/process, it is 
unclear what method/process applicant is intending to encompass. A claim is 
indefinite where it merely recites a use without any active, positive steps 
delimiting how this use is actually practiced. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

7. Claims 4-6, 8 is rejected under 35 U.S.C. 101 because the claimed 
recitation of a use, without setting forth any steps involved in the process, results 
in an improper definition of a process, i.e., results in a claim which is not a proper 
process claim under 35 U.S.C. 101. See for example Ex parte Dunki, 153 
USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 255 F. 

Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

8. Claims 19-28 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. "Template" just as is a 
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pattern on a piece of paper and/or a contract between two or more persons is 
non-patentable subject matter. 

9. Furthermore during the examination of the claims Examiner gives the use 
of the template and the fields there on little patentable weight so long as the prior 
art shows 1) providing a business process 2) id the risks and 3) arranging 
information pertaining to risks on a template. See below. 

APPARATUS CLAIMS MUST BE STRUCTUR-ALLY DISTINGUISHABLE 
FROM THE PRIOR ART 

While features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from the prior 
art in terms of structure rather than function. In re Schreiber, 128 F.3d 1473, 
1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997) (The absence of a 
disclosure in a prior art reference relating to function did not defeat the Board's 
finding of anticipation of claimed apparatus because the limitations at issue were 
found to be inherent in the prior art reference); see also In re Swinehart, 439 F.2d 
210, 212-13, 169 USPQ 226, 228-29 (CCPA 1971);< In re Danly, 263 F.2d 844, 
847, 120 USPQ 528, 531 (CCPA 1959). "[Apparatus claims cover what a device 
is, not what a device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 
F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir.) 

Claim Rejections - 35 USC § 102 

1 0. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

11. Claims 1-29 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated and taught by the public activities of Keane Inc. as of May 5 th , 2000 
as shown by their web Homepage as of said date and "PRAM it or walk away"; 
Gray, Neal; Transactions of AACE International; pp: r5-48; 1998. (PRAM) 

12. With respect to Claim 1 and 7, 8, 9 and 10: PRAM discloses 

A computer implemented method for reviewing a business process to 
identify and address risks, comprising the step of: 

providing a business process {see whole document}; 

identifying risks in the business process as control points {see pg A, iv and 
v; and pg B, v as soon as the risks are identified and placed on a template they 
become control points; ie see D, figure 3; this is further supported by the 
definition of "control point as known in the art and Applicant's definition found on 
pg 8, "Control Point" - a risk identified in a business process that should be 
addressed"}; and 

arranging information pertaining to the control points (this is the equivalent 
to arranging information pertaining to the risks such as what they are and how to 
mitigate) in a standard format using a template and storing the template in a 
computer database to provide subsequent access to the template, wherein the 
information comprises a set of tests to be performed by a test entity, and wherein 
the set of tests identify risks in the business process , {pg D, fig 3 Keane is a 
consultant/auditor/test entity which conducts tests and consults/audits companies 
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risks and how to address them via an "e-solutions strategy'Vaction entity and thus 
implemented on a computer and audits using a template}. 

13. With respect to Claim 2 and 9: PRAM discloses 

identifying actions to address the risks {See fig. 3, 2 "Risk Mitigation 
Action"}; 

arranging the identified actions in the template {See fig 3, Risk Profile}; 

and 

performing an audit using the template {see whole document, the reason 
why a user would create a "risk profile" is to perform and audit, this too is where 
the step of accessing the template occurs, see also pg B, v; "If there isn't a 
template, begin making one so that the next time you, or someone else, needs to 
identify risks you wont have to start from scratch" This is the same as storing a 
template in a data base to later use/access again.}. 

14. With respect to Claim 3: PRAM discloses 

step of identifying risks comprises the step of implementing a set of tests 
to identify risks in the business process {pg B, v and vi; "Identify Risks" and 
"Determine Probability and Consequence"}. 

1 5. With respect to Claim 4: PRAM discloses 

(NOTE: As for claim 4, the information on the template is considered to 
be non-functional descriptive data, see above) 

a set of tests, wherein the set of tests identify risks in the business 
process {fig 3}; and 

a set of actions, wherein the set of actions address the risks (fig 3). 
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16. With respect to Claim 5: PRAM discloses 

(NOTE: As for claim 5, the information on the template is considered to 
be non-functional descriptive data, see above) 
a business process {See PRAM}; 

a test entity, wherein the test entity performs the set of tests {See fig 3 and 
whole document}; 

an action entity, wherein the action entity performs the set of actions; and 
audit details {See fig 3 and whole document}. 

17. With respect to Claim 6: PRAM discloses 

(NOTE: As for claim 6, the information on the template is considered to 
be non-functional descriptive data, see above) 
a control point name {pg D, fig 3}; 
control point revisions { pg D, fig 3}; 
background information { pg D, fig 3}; and 
a control point frequency { pg D, fig 3}. 

18. Claims 10-29 (system, program, method, template) recite the same 
limitations already discussed above and are rejected on the same analysis. 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 
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20. The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. 

21 . The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 
148 USPQ 459 (1966), that are applied for establishing a background for 
determining obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 
issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

22. Claims 1-30 rejected under 35 U.S.C. 103(a) as being unpatentable over 
PRAM in further view of Official Notice. 

Claims 1-30 are rejected under 35 U.S.C. 103 as being unpatentable over the 
PRAM reference. The PRAM reference discloses all of the limitations as 
discussed above; the method in which nearly all consultants analyzing risk 
normally use and steps and considerations made (ie; id risk, determine how to 
mitigate, and keep track on a template). PRAM does not discuss the use of the 
internet and an access field that includes a hypertext link that would allow direct 
access to a field as claimed. In determining the obviousness of applying what is 
generally known in the risk consulting industry to what is known in the world of 
the Internet one must determine the level of ordinary skill (Dann v. Johnston, 425 
U.S. 219, 189 USPQ 257 (1976)). The Internet, to one ordinarily skilled in the 
art, for some time now is recognized as a vehicle in which information is shared 
from computer to computer. A typical example would be for one computer to 
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access and download files from another computer located at a different site than 
the first. Using a hypertext link to access such information is widely known by 
the use of html and linking techniques. Also, the risk consulting industry has 
utilized computers for years to keep track of accounts and present this data to 
their customers and employees through GUI's. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to have 
utilized the Internet to access the data in one's template/risk profile in a typical 
risk analysis system such as that taught in the PRAM reference for the purpose 
of obtaining/editing information. The desirability to do this is clearly to save a 
customer/employee the time of having to work on paper and pull the 
template/risk profile each time a user would want to view and or edit the account 
information; reduce operational costs through more effective information delivery; 
and improve compliance checking capability. 

Response to Arguments 

23. Applicant's arguments with respect to claims 1-30 have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

24. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

A. A printout of KEANE's homepage as pulled from the www.archive.org 
with a 102 (b) date showing Keane was up and running on the web "e- 
solutions" 
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B. Patent No. 6,591,289 merely one reference showing the use of 
template shared over network was well known in the art. 

C. Professional's Handbook of Financial Risk Management, Lev 
Borodorsky, Business and Economics 2000, 832 pages; showing defining 
data requirements that show operational risk exposure as control points 
was well known, some relevant pages attached herein. 

D. Auditing systems: 5 Star at Merck Sharp and Dohme, James, Phil, 
(attached) 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Matthew L. Brooks whose telephone number 
is (571) 272-8112. The examiner can normally be reached on Monday - Friday; 
8 AM -5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, John Weiss can be reached on (571) 272-81 12. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 36C0 



